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DETAILED ACTION 



Response to Amendment 



1. 



This office action Is in response to the amendment filed on 6/18/2007. 



2. 



Claims 29 and 34 have been canceled. 



Response to Arguments 



3. Applicant's arguments filed 6/18/2007 have been fully considered but they are 
not persuasive. 

4. In response to the applicant's argument that in system of Peck "the dual-mode 
terminal (24) does not transmit the SIM-based ESN" (Page 9), the examiner disagrees. 

The applicant has pointed to the transmission of "terminal-based ESN" which 
corresponds to the process prior to Peck's invention. Peck clearly teaches adding a 
"SIM-based ESN" to be stored in the Customer Service Profile (Col. 7 line 67 through 
Col. 8 line 8) which in turn means the dual-mode terminal is transmitting the SIM-based 
ESN in Fig. 4 Word C. (Col. 7 lines 36-45 and Col. 10 lines 20-25) 

5. In response to the applicant's argument that the AUTHR "is not properly 
characterized as a user identifier because it is merely a keyed version of the terminal 
based ESN" (Page 9), the examiner disagrees. 

The examiner would like to note that the claim only states the "user identifier is 
associated with a serial number that, at least in part, is assigned to the SIM by a 
manufacturer of the SIM". The examiner is correlating Peck's AUTHR value, which is 
associated with the SIM-based electronic serial number (ESN) (Col. 7 lines 36-45 and 



Application/Control Number: 10/006,936 Page 3 

Art Unit: 2617 

Col. 10 lines 20-25), as the user identifier. Therefore, the broad claim limitations have 
been met within Peck's disclosure. 

6. In response to the applicant's argument regarding claims 7, 8 and 27 (Page 10), 
the examiner disagrees. 

Peck clearly teaches transmitting both the MIN and SIM-based ESN to the 
network. (Col. 10 lines 5 & 20-25 Le, Claim 8 & 10) 

7. In response to the applicant's argument regarding "teaching away" (Page 11), the 
examiner disagrees. 

Peck clearly teaches "transmitting a SIM-based ESN for performing a key based 
authentication in the first network" (Claim 10), which clearly meets the applicant's broad 
claim limitation of a "user identifier is based, at least in part, on a serial number of a 
SIM". 

8. The rejections to claims 10, 11 and 14-25 are maintained in view of the further 
explanation above. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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10. Claims 4-8, 27, 28 and 30-33 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Peck (US-6,606, 491). 

Regarding claim 4, Peck teaches a communication device (Fig. 1 [24] and Fig. 2) 
comprising a register configured to store a user identifier (Col. 3 lines 13-15 SIM-based 
ESN), a transmitter configured to transmit the user Identifier to a network (Fig. 2 [54] 
and Col. 3 lines 51-57) and a SIM card (Fig. 2 [90]) wherein the user identifier is 
associated with a serial number that, at least in part, is assigned to the SIM by a 
manufacturer of the SIM. (Col. 3 lines 51-57, Col. 4 lines 53-62, Col. 5 lines 21-33 and 
Col. 8 lines 50-52 "the 32-bit SIM-based ESN can be generated by the operator or SIM 
card manufacturer") 

Regarding claim 5, Peck teaches a communication device (Fig. 1 [24] and Fig. 2) 
that has a processor (Fig. 2 [68]) configured to encrypt at least one of the device 
identifier and the user identifier before transmission to the communication network. 
(Col. 2 lines 12-61 and Col. 7 lines 36-49) 

Regarding claim 6, Peck teaches a processor (Fig. 2 [68]) and a user input 
Interface configured to supply commands to the processor. (Fig. 2 [76]) 

Regarding claim 7, Peck teaches a cell phone comprising a display (Fig. 2 [78]) 
configured to display data and commands (Col. 6 lines 25-34), a user Input interface for 
data entry and command entry (Fig. 2 [76]), a SIM (Fig. 2 [90]) having a SIM serial 
number (Col. 2 lines 49-61 and Col. 3 lines 51-57) that, at least In part, is assigned to 
the SIM by a manufacturer of the SIM (Col. 5 lines 21-33 and Col. 8 lines 50-52 "the 32- 
bit SIM-based ESN can be generated by the operator or SIM card manufacturer") and a 
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transmitter configured to transmit tlie SIM serial number to a network. (Fig. 2 [54], Col. 
7 lines 36-49 and Col. 1 0 lines 20-25) 

Regarding claim 8, Peck teaches a cell phone (Fig. 2), comprising memory (Fig. 
2 [86]) configured to store a device identifier (Col. 3 lines 51-57 and Col. 5 lines 18-21), 
wherein the transmitter is configured to transmit the device identifier. (Col. 7 lines 36- 
49) 

Regarding claim 27, Peck teaches a register configured to store a mobile station 
number and the transmitter is configured to transmit the mobile station number and the 
user identifier to a network. (Col. 1 lines 33-54, Col. 3 lines 9-15 and Col. 10 lines 5 & 
20-25) 

Regarding claim 28, Peck teaches a mobile station number is a mobile station 
phone number which is the same as the MSISDN number. (Col. 1 lines 33-54) 

Regarding claim 30, Peck teaches a register configured to store a mobile 
subscriber identity and the transmitter is configured to transmit the mobile subscriber 
identity to the network. (Col. 2 lines 30-61) 

Regarding claim 31, Peck teaches the mobile subscriber identity is an 
international mobile subscriber identity (IMSI). (Col. 2 lines 30-48) 

Regarding claim 32, Peck teaches the register is configured to store a mobile 
subscriber identity and the transmitter is configured to transmit the mobile subscriber 
identity to the network. (Col. 1 lines 33-54) 

Regarding claim 33, Peck teaches the mobile subscriber identity is an 
international mobile subscriber identity (IMSI). (Col. 2 lines 30-48) 
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Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which fornis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 10, 11, 14-25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Parsons et al. (US-6, 31 0,889 hereafter, Parsons) in view of Peck. 

Regarding claim 10, Parsons teaches a content provider configured to 
communicate with one or more mobile stations (Col. 1 line 54 through Col. 2 line 32), 
comprising a content personalization interface configured to receive an user identifier 
from at least one of the mobile stations. (Col. 8 lines 56-61) Parsons teaches 
determining the user by varying methods (Col. 8 lines 56-61), but differs from the 
claimed invention by not explicitly reciting the user identifier is based on a SIM serial 
number. 

In an analogous art. Peck teaches using at least in part, a serial number of a SIM 
assigned to the SIM by a manufacturer of the SIM (Col. 5 lines 21-33 and Col. 8 lines 
50-52 "the 32-bit SIM-based ESN can be generated by the operator or SIM card 
manufacturer") as a user identifier. (Col. 3 lines 51-57, Col. 4 lines 53-62 and Col. 5 
lines 21-33) At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to implement the invention of Parsons after modifying it to 
incorporate the user identifier based on a SIM serial number of Peck. One of ordinary 
skill in the would have been motivated to do this since SIM cards can be removable, 
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switched between pliones and still have the user receive the requested content 
formatted for the phone. (Col. 2 lines 1 1-32) 

Regarding claim 1 1 , Parsons in view of Peck teaches a processor configured to 
deliver content to the at least one mobile station based on the anonymous user 
identifier. (Parsons Col. 8 lines 56-61, Peck Col. 3 lines 51-57 and Col. 4 lines 53-62) 

Regarding claim 14, Parsons teaches a content provider comprising a 
personalization interface configured to receive personalization data that is a user 
identifier and a processor configured to provide content to a user based on the 
personalization data. (Col. 2 lines 11-32 and Col. 8 lines 56-61) Parsons teaches 
determining the user by varying methods (Col. 8 lines 56-61), but differs from the 
claimed Invention by not mentioning the user identifier is based on a SIM serial number. 

In an analogous art. Peck teaches using at least in part, a serial number of a SIM 
assigned to the SIM by a manufacturer of the SIM (Col. 5 lines 21-33 and Col. 8 lines 
50-52 "the 32-bit SIM-based ESN can be generated by the operator or SIM card 
manufacturer") as a user identifier. (Col. 3 lines 51-57, Col. 4 lines 53-62 and Col. 5 
lines 21-33) At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to implement the invention of Parsons after modifying it to 
incorporate the user identifier based on a SIM serial number of Peck. One of ordinary 
skill in the would have been motivated to do this since SIM cards can be removable, 
switched between phones and still have the user receive the requested content 
formatted for the phone. (Col. 2 lines 1 1-32) 
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Regarding claim 15, Parsons in view of Peck teaches a database configured to 
store personalization data. (Parsons Col. 4 lines 35-45) 

Regarding claim 16, Parsons in view of Peck teaches the personalization 
interface is configured to receive personalization data associated with an HTTP header. 
(Parsons Col. 4 line 66 through Col. 5 line 50) 

Regarding claim 17, Parsons in view of Peck teaches a personalization interface 
configured to receive anonymous personalization data that includes a device identifier 
and the processor provides device-specific content based on the device identifier. 
(Parsons Col. 2 lines 11-32, Col. 8 lines 56-61, Peck Col. 3 lines 51-57, Col. 4 lines 53- 
62 and Col. 5 lines 18-21) 

Regarding claim 18, Parsons in view of Peck teaches a personalization interface 
configured to receive anonymous personalization data from a mobile station. (Parsons 
Col. 8 line 56 through Col. 9 line 56. Peck Col. 3 lines 51-57, Col. 4 lines 53-62 and Col. 
5 lines 18-21) 

Regarding claim 19, Parsons in view of Peck teaches the personalization 
interface is configured to receive the user identifier that is stored on the SIM. (Peck Col. 
3 lines 51-57 and Col. 4 lines 53-62) 

Regarding claim 20, Parsons in view of Peck teaches the user identifier is the 
SIM serial number (Peck Col. 3 lines 51-57, Col. 4 lines 53-62 and Col. 5 lines 21-33) 
assigned by the manufacturer of the SIM. (Peck Col. 8 lines 50-52 "the 32-bit SIM- 
based ESN can be generated by the operator or SIM card manufacturer") 
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Regarding claim 21, Parsons teacfies a metliod of providing personalized 
content in a wireless communication by selecting a user identifier and selecting content 
based on the user identifier. (Col. 1 line 59 through Col. 2 line 32) Parsons teaches 
determining the user by varying methods (Col. 8 lines 56-61), but differs from the 
claimed invention by not mentioning the user identifier is based on a SIM serial number. 

In an analogous art, Peck teaches using at least in part, a serial number of a SIM 
assigned to the SIM by a manufacturer of the SIM (Col. 5 lines 21-33 and Col. 8 lines 
50-52 "the 32-bit SIM-based ESN can be generated by the operator or SIM card 
manufacturer") as a user identifier. (Col. 3 lines 51-57, Col. 4 lines 53-62 and Col. 5 
lines 21-33) At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to implement the invention of Parsons after modifying it to 
incorporate the user identifier based on a SIM serial number of Peck. One of ordinary 
skill in the would have been motivated to do this since SIM cards can be removable, 
switched between phones and still have the user receive the requested content 
formatted for the phone. (Col. 2 lines 1 1-32) 

Regarding claim 22, Parsons in view of Peck teaches the user identifier selected 
based on the serial number of the SIM card. (Peck Col. 3 lines 51-57, Col. 4 lines 53- 
62, Col. 5 lines 21-33 and Col. 8 lines 50-52 "the 32-bit SIM-based ESN can be 
generated by the operator or SIM card manufacturer") 

Regarding claim 23, Parsons in view of Peck teaches selecting a device 
identifier. (Peck Col. 2 lines 12-61 and Col. 7 lines 36-49) 
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Regarding claim 24, Parsons in view of Peck teaches comparing the device 
Identifier and the user identifier with a set of user profiles and selecting content based 
on a selected user profile. (Peck Col. 2 lines 12-61, Col. 3 lines 51-57 and Col. 4 lines 
53-62) 

Regarding claim 25, Parsons in view of Peck teaches a method of anonymous 
personalized content by selecting an anonymous user identifier based, at least in part, 
on a serial number assigned by a SIM manufacturer to a subscriber identification 
module (Peck Col. 3 lines 51-57, Col. 4 lines 53-62, Col. 5 lines 21-33 and Col. 8 lines 
50-52 "the 32-bit SIM-based ESN can be generated by the operator or SIM card 
manufacturer") and identifying content for delivery based on the anonymous user 
identifier. (Parsons Col. 1 line 59 through Col. 2 line 32) 

Conclusion 

13. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew C. Sams whose telephone number is (571)272- 
8099. The examiner can normally be reached on M-F 7:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lester KIncaid can be reached on (571)272-7922. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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